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DETAILED ACTION 


1 . This Office Action is response to Applicant's Amendnnent filed on 03/17/2005. 

2. Claims 1 6-1 9 are added. 

3. Claims 1-19 are pending in this application. 


Claim Rejections - 35 USC § 103 


4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No. 6,574,645 issued to Petruzzi et al. (hereinafter Petruzzi) in view of Pub. No. 
US 2002/0161733 A1 of Grainger. 

With respect to claim 1 , Petruzzi teaches at least one input device connected to 
at least one computer and at least one output device, wherein at least one user is 
capable of inputting information via the at least one input device to the at least one 
computer and viewing information on the at least one output device, and wherein the at 
least one computer is capable of storing, modifying, outputting, and retrieving 
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information in communication with the at least one input device and at least one output 
device (fig. 1, one computer with input device, keyboard/mouse and one display as 
output display device. User inputs information from the keyboard to the computer, 
where the information to be stored and the information enabling for a user to modify, 
delete and retrieve from the computer, and the output would display for user to view at 
display device, output device: col, 4, lines 48-60 and abstract); 

software installed and capable of running on the at least one computer for 
automatically generating a diagrammatic representation of an invention, wherein the 
diagrammatic representation includes a hierarchical component categorization of the 
technical components of the invention based upon the user inputted information and 
outputting a viewable diagram of that categorization (software install in the computer for 
user to draft or design a diagrammatic representation for a patent application including 
the patent assessments, components such as patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims: col. 2, lines 20-35 and fig. 3); and 

wherein the hierarchical component categorization includes at least one key 
component and at least one subcomponent related thereto, wherein the diagram 
representation of the components and subcomponents together provides an indication 
of what may be claimed in a patent application (see fig. 3, components and 
subcomponents in a patent application: col. 6, lines 42-67 and col. 7, lines 25-58). 

Petruzzi teaches a computer system for drafting a patent application including a 
computer connecting with input devices such as keyboard or mouse and an output 
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device for displaying the information sucli as display screen device. The computer 
software installed in the computer for design the a diagrammatic representation of an 
invention disclosure, which is including patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims (see figs. 1 and 3). Petruzzi does not clearly 
teach automatically generating a document for filling as a patent application, including 
specification and claims, based upon the user inputted information and additional text- 
based detailed information that is organized consistent with the diagram. 

However, Grainger teaches a patent application or an intellectual property 
document (invention discloses) is automatically created (fig. 1, document for filing as a 
patent application including abstract, drawings, ... claims, is generated and file at patent 
office such as USPTO: sections 0004-0010 and 0092-0094). 

Therefore, It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Petruzzi with the 
teachings of Grainger wherein the patent application's diagrammatic representation of 
components and subcomponents in the system provided therein (Petruzzi's fig. 3), 
would incorporate the use of automatically generating a document for filing as a patent 
application including patent's assessment, in the same conventional manner as 
described by Grainger (sections 0004 and 0023). The motivation being to enable users 
or attorneys to create and file patent application automatically over a computer system. 

With respect to claim 2, Petruzzi teaches a system for drafting a patent 
application as discussed in claim 1. 
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Petruzzi teaches a computer system for drafting a patent application including a 
computer connecting with input devices such as keyboard or mouse and a output 
device for displaying the information such as display screen device. The computer 
software installed in the computer for design the a diagrammatic representation of an 
invention disclosure, which is including patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims (see figs. 1 and 3). Petruzzi does not clearly 
teach wherein the diagram is modifiable by the at least one user and the diagram 
hierarchical component categorization and related text-based detailed information is 
automatically updated based upon the user modifications. 

However, Grainger teaches using user interface or GUI for creating, deleting or 
modifying the document (sections 0063 and 01 17-01 19). 

Therefore, It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Petruzzi with the 
teachings of Grainger wherein the patent application's diagrammatic representation of 
components and subcomponents in the system provided therein (Petruzzi's fig. 3), 
would incorporate the use of automatically generating a document for filing as a patent 
application including patent's assessment, in the same conventional manner as 
described by Grainger (sections 0004 and 0023). The motivation being to enable users 
or attorneys to create and file patent application automatically over a computer system. 
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With respect to claim 3, Petruzzi teaches wherein the at least one key 
component includes a multiplicity of components (see fig. 3, more than one 
components) 

With respect to claim 4, Petruzzi teaches wherein the at least one 
subcomponent further includes at least one sub-subcomponent (see fig. 3 and col. 6, 
lines 45-67 and col. 7, lines 1-25). 

With respect to claim 5, Petruzzi teaches wherein the relational connection 
between components establishes the claims structure of the patent application (col. 1 1 , 
lines 32-67 and col. 12, lines 1-67). 

With respect to claim 6, Petruzzi teaches a system for drafting a patent 
application as discussed in claim 1. 

Petruzzi teaches a computer system for drafting a patent application including a 
computer connecting with input devices such as keyboard or mouse and a output 
device for displaying the information such as display screen device. The computer 
software installed in the computer for design the a diagrammatic representation of an 
invention disclosure, which is including patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims (see figs. 1 and 3). Petruzzi does not clearly 
teach wherein the text-based information and the diagram components are 
automatically linked. 

However, Grainger teaches HTML document (section 0042). 
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Therefore, It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Petruzzi with the 
teachings of Grainger wherein the patent application's diagrammatic representation of 
components and subcomponents in the system provided therein (Petruzzi's fig. 3), 
would incorporate the use of automatically generating a document for filing as a patent 
application including patents assessment, in the same conventional manner as 
described by Grainger (sections 0004 and 0023). The motivation being to enable users 
or attorneys to create and file patent application automatically over a computer system. 

With respect to claim 7, Petruzzi teaches a system for drafting a patent 
application as discussed in claim 1, 

Petruzzi teaches a computer system for drafting a patent application including a 
computer connecting with input devices such as keyboard or mouse and a output 
device for displaying the information such as display screen device. The computer 
software installed in the computer for design the a diagrammatic representation of an 
invention disclosure, which is including patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims (see figs. 1 and 3). Petruzzi does not clearly 
teach wherein the link(s) are hyperlinks. 

However, Grainger teaches HTML link (sections 0038 and 0052). 

Therefore, It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Petruzzi with the 
teachings of Grainger wherein the patent application's diagrammatic representation of 
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components and subcomponents in the system provided therein (Petruzzi's fig. 3), 
would incorporate the use of automatically generating a document for filing as a patent 
application including patent's assessment, in the same conventional manner as 
described by Grainger (sections 0004 and 0023). The motivation being to enable users 
or attorneys to create and file patent application automatically over a computer system. 

With respect to claim 8, Petruzzi teaches a system for drafting a patent 
application as discussed in claim 1. 

Petruzzi teaches a computer system for drafting a patent application including a 
computer connecting with input devices such as keyboard or mouse and a output 
device for displaying the information such as display screen device. The computer 
software installed in the computer for design the a diagrammatic representation of an 
invention disclosure, which is including patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims (see figs. 1 and 3). Petruzzi does not clearly 
teach wherein the document and diagram are capable of being output in another 
software program. 

However, Grainger teaches web browser (sections 0137 and 0159). 

Therefore, It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Petruzzi with the 
teachings of Grainger wherein the patent application's diagrammatic representation of 
components and subcomponents in the system provided therein (Petruzzi's fig. 3), 
would incorporate the use of automatically generating a document for filing as a patent 
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application including patents assessnnent, in the same conventional manner as 
described by Grainger (sections 0004 and 0023). The motivation being to enable users 
or attorneys to create and file patent application automatically over a computer system. 

With respect to claim 9, Petruzzi teaches a system for drafting a patent 
application as discussed in claim 1. 

Petruzzi teaches a computer system for drafting a patent application including a 
computer connecting with input devices such as keyboard or mouse and a output 
device for displaying the information such as display screen device. The computer 
software installed in the computer for design the a diagrammatic representation of an 
invention disclosure, which is including patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims (see figs. 1 and 3). Petruzzi does not clearly 
teach wherein the document and diagram are exportable in HTML. 

However, Grainger teaches HTML document (sections 0042 and 0052) 

Therefore, It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Petruzzi with the 
teachings of Grainger wherein the patent application's diagrammatic representation of 
components and subcomponents in the system provided therein (Petruzzi's fig. 3), 
would incorporate the use of automatically generating a document for filing as a patent 
application including patent's assessment, in the same conventional manner as 
described by Grainger (sections 0004 and 0023). The motivation being to enable users 
or attorneys to create and file patent application automatically over a computer system. 
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With respect to claim 10, Petruzzi teaches a system for drafting a patent 
application as discussed in claim 1. 

Petruzzi teaches a computer system for drafting a patent application including a 
computer connecting with input devices such as keyboard or mouse and a output 
device for displaying the information such as display screen device. The computer 
software installed in the computer for design the a diagrammatic representation of an 
invention disclosure, which is including patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims (see figs. 1 and 3). Petruzzi does not clearly 
teach wherein the document and diagram are exportable in XML. 

However, Grainger teaches XML (section 0038). 

Therefore, It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Petruzzi with the 
teachings of Grainger wherein the patent application's diagrammatic representation of 
components and subcomponents in the system provided therein (Petruzzi's fig. 3), 
would incorporate the use of automatically generating a document for filing as a patent 
application including patent's assessment, in the same conventional manner as 
described by Grainger (sections 0004 and 0023). The motivation being to enable users 
or attorneys to create and file patent application automatically over a computer system. 

With respect to claim 1 1 , Petruzzi teaches a system automatically generating a 
visual diagram of the components of the invention in a hierarchical relational diagram, 
wherein the system includes at least one input device connected to at least one 
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computer and at least one output device, wherein at least one user is capable of 
inputting information via the at least one input device to the at least one computer and 
viewing information on the at least one output device, and wherein the at least one 
computer is capable of storing, modifying, outputting, and retrieving information in 
communication with the at least one input device and at least one output device (fig. 1 , 
one computer with input device, keyboard/mouse and one display as output display 
device. User inputs information from the keyboard to the computer, where the 
information to be stored and the information enabling for a user to modify, delete and 
retrieve from the computer, and the output would display for user to view at display 
device, output device: col. 4, lines 48-60 and abstract); 

software installed and capable of running on the at least one computer for 
automatically generating a diagrammatic representation of an invention, wherein the 
diagrammatic representation includes a hierarchical component categorization of the 
technical components of the invention based upon the user inputted information and 
outputting a viewable diagram of that categorization (software install in the computer for 
user to draft or design a diagrammatic representation for a patent application including 
the patent assessments, components such as patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims: col. 2, lines 20-35 and fig. 3); and 

wherein the hierarchical component categorization includes at least one key 
component and at least one subcomponent related thereto, wherein the diagram 
representation of the components and subcomponents together provides an indication 
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of what may be claimed in a patent application (see fig. 3, components and 
subcomponents in a patent application: col. 6, lines 42-67 and col. 7, lines 25-58). 

Petruzzi teaches a computer system for drafting a patent application including a 
computer connecting with input devices such as keyboard or mouse and a output 
device for displaying the information such as display screen device. The computer 
software installed in the computer for design the a diagrammatic representation of an 
invention disclosure, which is including patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims (see figs. 1 and 3). Petruzzi does not clearly 
teach automatically generating a document for filling as a patent application, including 
specification and claims, based upon the user inputted information and additional text- 
based detailed information that is organized consistent with the diagram. 

However, Grainger teaches a patent application or a intellectual property 
document (invention discloses) is automatically created (fig. 1 , document for filing as a 
patent application including abstract, drawings, ... claims, is generated and file at patent 
office such as USPTO: sections 0004-0010 and 0092-0094). 

Therefore, It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Petruzzi with the 
teachings of Grainger wherein the patent application's diagrammatic representation of 
components and subcomponents in the system provided therein (Petruzzi's fig. 3), 
would incorporate the use of automatically generating a document for filing as a patent 
application including patent's assessment, in the same conventional manner as 
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described by Grainger (sections 0004 and 0023). The motivation being to enable users 
or attorneys to create and file patent application automatically over a computer system. 

With respect to claim 12, Petruzzi teaches at least one user entering diagram 
verbiage by drafting the text-based detailed description or verbiage of the specification 
section of the application for each component of the diagram (fig. 3, col. 6, lines 45-67). 

With respect to claim 13, Petruzzi teaches at least one user inputting additional 
components selected from the group consisting of key components, subcomponents, 
and sub- subcomponents (see fig. 3). 

With respect to claim 14, Petruzzi teaches modifying any previously inputted 
components within the diagram; and the system automatically updating the diagram and 
relational information to those modified components (fig. 3 and col. 6, lines 45-67 and 
col. 11, lines 15-65). 

With respect to claim 15, Petruzzi teaches a method for drafting a patent 
application as discussed in claim 11. 

Petruzzi teaches a computer system for drafting a patent application including a 
computer connecting with input devices such as keyboard or mouse and a output 
device for displaying the information such as display screen device. The computer 
software installed in the computer for design the a diagrammatic representation of an 
invention disclosure, which is including patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims (see figs. 1 and 3). Petruzzi does not clearly 
teach Petruzzi does not clearly teach automatically generating a document for filling as 
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a patent application based upon the inputted information and hierarchical diagram, 
including specification and claims. 

However, Grainger teaches a patent application or a intellectual property 
document (invention discloses) is automatically created (fig. 1. document for filing as a 
patent application including abstract, drawings, ... claims, is generated and file at patent 
office such as USPTO: sections 0004-0010 and 0092-0094). 

Therefore, It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Petruzzi with the 
teachings of Grainger wherein the patent application's diagrammatic representation of 
components and subcomponents in the system provided therein (Petruzzi's fig. 3), 
would incorporate the use of automatically generating a document for filing as a patent 
application including patent's assessment, in the same conventional manner as 
described by Grainger (sections 0004 and 0023). The motivation being to enable users 
or attorneys to create and file patent application automatically over a computer system. 

With respect to claim 16, Petruzzi teaches at least one input device connected to 
at least one computer and at least one output device, wherein at least one user is 
capable of inputting information via the at least one input device to the at least one 
computer and viewing information on the at least one output device, and wherein the at 
least one computer is capable of storing, modifying, outputting, and retrieving 
information in communication with the at least one input device and at least one output 
device (fig. 1 , one computer with input device, keyboard/mouse and one display as 
output display device. User inputs information from the keyboard to the computer, 
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where the information to be stored and the information enabling for a user to modify, 
delete and retrieve from the computer, and the output would display for user to view at 
display device, output device: col. 4, lines 48-60 and abstract); 

software installed and capable of running on the at least one computer for 
automatically generating a diagrammatic representation of an invention, wherein the 
diagrammatic representation includes a hierarchical component categorization of the 
technical components of the invention based upon the user inputted information and 
outputting a viewable diagram of that categorization (software install in the computer for 
user to draft or design a diagrammatic representation for a patent application including 
the patent assessments, components such as patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims: col. 2, lines 20-35 and fig. 3); and 

wherein the hierarchical component categorization includes at least one key 
component and at least one subcomponent related thereto (see figs. 1 and 3, item 12, 
display device for viewing the diagram and the text-based information, components and 
subcomponents in a patent application: col. 6, lines 42-67 and col. 7. lines 25-58). 

Petruzzi teaches a computer system for drafting a patent application including a 
computer connecting with input devices such as keyboard or mouse and a output 
device for displaying the information such as display screen device. The computer 
software installed in the computer for design the a diagrammatic representation of an 
invention disclosure, which is including patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
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description of the drawings and claims (see figs. 1 and 3). Petruzzi does not clearly 
teach automatically generating a diagrammatic representation of a technology. 

However, Grainger teaches a patent application or an intellectual property 
document (invention discloses) is automatically created (fig. 1 , document for filing as a 
patent application including abstract, drawings, ... claims, is generated and file at patent 
office such as USPTO: sections 0004-0010 and 0092-0094). 

Therefore, It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Petruzzi with the 
teachings of Grainger wherein the patent application's diagrammatic representation of 
components and subcomponents in the system provided therein (Petruzzi's fig. 3), 
would incorporate the use of automatically generating a document for filing as a patent 
application including patents assessment, in the same conventional manner as 
described by Grainger (sections 0004 and 0023). The motivation being to enable users 
or attorneys to create and file patent application automatically over a computer system. 

With respect to claim 17. Petruzzi teaches at least one input device connected to 
at least one computer and at least one output device, wherein at least one user is 
capable of inputting information via the at least one input device to the at least one 
computer and viewing information on the at least one output device, and wherein the at 
least one computer is capable of storing, modifying, outputting, and retrieving 
information in communication with the at least one input device and at least one output 
device (fig. 1 , one computer with input device, keyboard/mouse and one display as 
output display device. User inputs information from the keyboard to the computer. 
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where the information to be stored and the information enabling for a user to modify, 
delete and retrieve from the computer, and the output would display for user to view at 
display device, output device: col. 4, lines 48-60 and abstract); 

software installed and capable of running on the at least one computer for 
automatically generating a diagrammatic representation of an invention, wherein the 
diagrammatic representation includes a hierarchical component categorization of the 
technical components of the invention based upon the user inputted information and 
outputting a viewable diagram of that categorization (software install in the computer for 
user to draft or design a diagrammatic representation for a patent application including 
the patent assessments, components such as patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims: col. 2, lines 20-35 and fig. 3); and 

wherein the hierarchical component categorization includes at least one key 
component and at least one subcomponent related thereto; and the at least one user 
viewing the diagram and text-based information in a tangible medium (see figs. 1 and 3, 
item 12, display device for viewing the diagram and the text-based information, 
components and subcomponents in a patent application: col. 6, lines 42-67 and col. 7, 
lines 25-58). 

Petruzzi teaches a computer system for drafting a patent application including a 
computer connecting with input devices such as keyboard or mouse and a output 
device for displaying the information such as display screen device. The computer 
software installed in the computer for design the a diagrammatic representation of an 
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invention disclosure, which is including patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims (see figs. 1 and 3). Petruzzi does not clearly 
teach automatically generating a diagrammatic representation of a technology. 

However, Grainger teaches a patent application or an intellectual property 
document (invention discloses) is automatically created (fig. 1 , document for filing as a 
patent application including abstract, drawings, ... claims, is generated and file at patent 
office such as USPTO: sections 0004-0010 and 0092-0094). 

Therefore, It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Petruzzi with the 
teachings of Grainger wherein the patent application's diagrammatic representation of 
components and subcomponents in the system provided therein (Petruzzi's fig. 3), 
would incorporate the use of automatically generating a document for filing as a patent 
application including patent's assessment, in the same conventional manner as 
described by Grainger (sections 0004 and 0023). The motivation being to enable users 
or attorneys to create and file patent application automatically over a computer system. 

With respect to claim 18, Petruzzi teaches at least one input device connected to 
at least one computer and at least one output device, wherein at least one user is 
capable of inputting information via the at least one input device to the at least one 
computer and viewing information on the at least one output device, and wherein the at 
least one computer is capable of storing, modifying, outputting, and retrieving 
information in communication with the at least one input device and at least one output 
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device (fig. 1, one computer with input device, keyboard/mouse and one display as 
output display device. User inputs information from the keyboard to the computer, 
where the information to be stored and the information enabling for a user to modify, 
delete and retrieve from the computer, and the output would display for user to view at 
display device, output device: col. 4, lines 48-60 and abstract); 

software installed and capable of running on the at least one computer for 
automatically generating a diagrammatic representation of an invention, wherein the 
diagrammatic representation includes a hierarchical component categorization of the 
technical components of the invention based upon the user inputted information and 
outputting a viewable diagram of that categorization (software install in the computer for 
user to draft or design a diagrammatic representation for a patent application including 
the patent assessments, components such as patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims: col. 2, lines 20-35 and fig. 3); and 

wherein the hierarchical component categorization includes at least one key 
component and at least one subcomponent related thereto, wherein the diagrammatic 
representation of the components and subcomponents together provides an indication 
of what is claimed in the patent application (see fig. 3, components and subcomponents 
in a patent application: col. 6, lines 42-67 and col. 7, lines 25-58). 

Petruzzi teaches a computer system for drafting a patent application including a 
computer connecting with input devices such as keyboard or mouse and a output 
device for displaying the information such as display screen device. The computer 
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software installed in the computer for design the a diagrammatic representation of an 
invention disclosure, which is including patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims (see figs. 1 and 3). Petruzzi does not clearly 
teach automatically generating a diagrammatic representation of an invention. 

However, Grainger teaches a patent application or an intellectual property 
document (invention discloses) is automatically created (fig. 1 , document for filing as a 
patent application including abstract, drawings, ... claims, is generated and file at patent 
office such as USPTO: sections 0004-0010 and 0092-0094). 

Therefore, It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Petruzzi with the 
teachings of Grainger wherein the patent application's diagrammatic representation of 
components and subcomponents in the system provided therein (Petruzzi's fig. 3), 
would incorporate the use of automatically generating a document for filing as a patent 
application including patent's assessment, in the same conventional manner as 
described by Grainger (sections 0004 and 0023). The motivation being to enable users 
or attorneys to create and file patent application automatically over a computer system. 

With respect to claim 19, Petruzzi teaches at least one input device connected to 
at least one computer and at least one output device, wherein at least one user is 
capable of inputting information via the at least one input device to the at least one 
computer and viewing information on the at least one output device, and wherein the at 
least one computer is capable of storing, modifying, outputting, and retrieving 
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information in communication with the at least one input device and at least one output 
device (fig. 1 , one computer with input device, keyboard/mouse and one display as 
output display device. User inputs information from the keyboard to the computer, 
where the information to be stored and the information enabling for a user to modify, 
delete and retrieve from the computer, and the output would display for user to view at 
display device, output device: col. 4, lines 48-60 and abstract); 

software installed and capable of running on the at least one computer for 
automatically generating a diagrammatic representation of an invention, wherein the 
diagrammatic representation includes a hierarchical component categorization of the 
technical components of the invention based upon the user inputted information and 
outputting a viewable diagram of that categorization (software install in the computer for 
user to draft or design a diagrammatic representation for a patent application including 
the patent assessments, components such as patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims: col. 2, lines 20-35 and fig. 3); and 

wherein the hierarchical component categorization includes at least one key 
component and at least one subcomponent related thereto, wherein the diagrammatic 
representation of the components and subcomponents together provides an indication 
of what is claimed in the patent application (see fig. 3, components and subcomponents 
in a patent application: col. 6, lines 42-67 and col. 7, lines 25-58). 

^ Petruzzi teaches a computer system for drafting a patent application including a 
computer connecting with input devices such as keyboard or mouse and a output 


Application/Control Number: 09/943,799 Page 22 

Art Unit: 2162 

device for displaying the information such as display screen device. The computer 
software installed in the computer for design the a diagrammatic representation of an 
invention disclosure, which is including patent number, title, inventors, assignee, 
abstract, drawings, background of the invention, brief summary of the invention, brief 
description of the drawings and claims (see figs, 1 and 3). Petruzzi does not clearly 
teach automatically generating a diagrammatic representation of an invention. 

However, Grainger teaches a patent application or an intellectual property 
document (invention discloses) is automatically created (fig. 1 , document for filing as a 
patent application including abstract, drawings, ... claims, is generated and file at patent 
office such as USPTO: sections 0004-0010 and 0092-0094). 

Therefore, It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Petruzzi with the 
teachings of Grainger wherein the patent application's diagrammatic representation of 
components and subcomponents in the system provided therein (Petruzzi's fig. 3), 
would incorporate the use of automatically generating a document for filing as a patent 
application including patent's assessment, in the same conventional manner as 
described by Grainger (sections 0004 and 0023). The motivation being to enable users 
or attorneys to create and file patent application automatically over a computer system. 
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Conclusion 


6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Contact Information 


7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anh Ly whose telephone number is (571) 272-4039 or 
via E-Mail: ANH.LY@USPTQ.GOV or fax to (571) 273-4039. The examiner can 
normally be reached on TUESDAY - THURSDAY from 8:30 AM - 3:30 PM. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. John Breene, can be reached on (571) 272-4107 or Primary Examiner 
Jean Corrielus (571) 272-4032. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Any response to this action should be mailed to: Commissioner of Patents and 
Trademarks, Washington, D.C. 20231, or faxed to: Central Fax Center (703) 872-9306 
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